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This paper is submitted in response lo the Office Action dated March 2, 2005. A 
request for a one month extension of time has been subnutted concurrently herew.tr, 

2005isaSaturday and July 4, 2005 is aholiday). Authorization to charge the recite fee 
of S120.00 to Deposit Account 23-3000 for the extension is hereby granted. 
Reconsidexatio. and allowance of all pending claims by the Examiner are respectfully 
requested. 

In the subject Office Action, claims 61-72 were rejected under 35 U.S.C. § 101 as 
being directed to non-statutory subject matter. In addition, claims 38-47, 50-57, 60-70 
and 73-75 were rejected under 35 U.S.C. § 102(b) as being anticipated by U.S. Patent No. 
5,675,507 to Bobo II. Furthermore, claims 4W9, 58-59 and 71-72 were rejected under 
35 U.S.C. § 103(a) as being unpatentable over Bobo n in view of U.S. Patent No. 

5,996,007 to Klugctal. 

Apphcants respectfully traverse the Examinee's rejections to the extent that they 
are maintained. Applicants have canned claims 63 and 64 and amended claim 61 . 
Applicants respectfully submit that no new matter is being added by the above 
amendments, as the amendments are fully supported in the specification, drawings and 

claims as originally filed. 

Now turning to the subject Office Action, and more particularly to the §101 
rejections, the Examiner will note that claim 6 1 has been amended to clarify the recited 
program is tangibly embodied on a computer readable medium, per the Examinefs 
suggestion. Qaims 63 and 64 have also been canceled for consistency with the 
amendment to claim 61. Wtole Apphcants inaintain a traversal of the Examiner's 
rejection, Apphcants submit that the subject amendments adequately address the 
Examiner's concerns. Reconsideration and withdrawal of the §101 rejection are therefore 
respectfully requested. 
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Next, turning to the art -based rejection*, the Examiner has now issued what* by 
Afltatf account (hemasep^erejecnonoffhependingclaimsasthey^andm 
their present form. Mother, this rejection is subsequent to a complete reversal of the 
Exan^spriorrejectionsmade^ 

Interference, It is Applicants understanding that MPEP §707(g) cautions against the use 
of piecemeal examination, and furthermore, MPEP §1214.04 notes that after a reversal 
- W he examiner should never regard such a reversal as a challenge to make a new search 
to uncover other and better references - Applicants feel that the curse ofprosecut.cn of 
this Application is in direct contravention to both of these guidelines. 

Furthermore, as Applicants will discuss in greater detail below, the position now 
taken by the Examiner is entirely inconsistent with the findings of the Board in the 
aforementioned appeal, and as such, the Examiner should be estopped from taking such a 
position at mis point in the prosecution- 
Applicants therefore respectfully request that the Examiner withdraw the 
outstanding art-based rejections and allow the instant application to proceed to issuance. 

Now turning specifically to the merits of the Examiner's rejections, all of 
Applicants claims are generally directed in part to the concept of dynamically prompting 
auser to select which components, among a plurality of components referenced by a file 
being downloaded, should be downloaded. Applicants have consistently maintained 
throughout prosecution, and the Board has likewise agreed, that such components 
referenced by a file being downloaded do not correspond to hypertext links to other files 
mat may be present in a particular file being downloaded. 

Applicants define "components" in the specification as "any item referenced in 
[an] HTML page to be ^w,H«l aid intrwuted withtfrepaqe, such as graphics 
images, background images, audio, video and multimedia files, forms, applets, etc." 
(Application, page 7, lines 12-15, emphasis added). Based upon this definition, a 
hypertext fink defined m a hypertext document, which references a different hypertext 
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^un^tthatwmbcretrievedanddisplayeduponselecnono^ 

a "component' within the context of Applicants' invention. 

This particular interpretation of the term "component" was accepted by the Board 
ofPatent Appeals and interferences in the Decision dated June 22. 2004. Specifically, the 
Board favorably cites page 2 of the Specification, which states: 

"Many web pages use extensive graphics and other "components" to dress 
uX^S* where components are defined in tins patent to be any 
a^dkSnr^re^nccd in HTML documents. These components are 
Eluded in an HTML document through the use of specialized tags. For 
example ..." (Decision, page 5, quoting Application, page 2). 

Moreover, the Board indicates that the board considers "components" to be "items 
referenced in [an] HTML document." 14 

It is also important to note that the Board specifically found the claims to be 
patentable over U.S. Patent No. 6,044,382 to Martino, which essentially discloses a form- 
based transaction system where certain forms contain menus that link to other forms {see. 
coL 18, lines 2-22). Upon selection of a menu item on one form, Martino displays 
another form associated with the menu item. Tn many ways, the Martino system is 
analogous to simple conventional hypertext linking, and the Board concluded that this 
configuration did not disclose or suggest the concept of dynamically prompting a user to 
select which components, among a plurality of components referenced by a file being 
downloaded, should be downloaded. 

Within this context, Applicants now turn to Bobo H, the reference now asserted by 
the Examiner to be an anticipatory reference as to all of Applkmts mdependent claims. 
Bobo n, however, appears to disclose nothing more than conventional hypertext linking - 

patentable . 
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Spedfic*Hy,me Examiner cites coL7,line 5 25-37 and col. 8, lit* 53 tocol.9, 
^ofor allegedly*^ 

ofcomponents to download. These passages, however, disclose nothing more than 
convent^HTMLhypertextlinkinfr Spedfically, the passage describe the display of 
a web page including a textual listing of facsimile messages, with links or anchors 
provided to different messages that are displayed in response to user selection of such 
links. 

BoboO does additionally disclose the ability to display either reduced sized 
unages or full size images of facsimile documents as embedded components of a message 
M as a fo m of a previa to enable a 

download the full documents (see col. 9, lines 1-37, describing the second to fifth 
options). It is evident from Bobo U, however, that these images themselves functon as 
hypertext links to other documents, and no prompting is made as to whether or not to 
download these embedded images themselves. 

Put another way, Bobo E discloses at the most the display of a list of messages 
with one or more preview images of aportion of each message embedded in the list, such 
that a user can select a preview image to download the complete message. The preview 
images, however, are always downloaded with the message list, and the user is never 
^ynamicaUy prompted" m^ 

userwould like to download thesepreview images. Furthermore, the messages that are 
linked to by the preview images in the message list are separate documents, and are not 
embedded into the message list itself. This conclusion is supported by col. 9, lines 1M4, 
27-29, and 33-37, which disclose the downloading of a message in response to selection 
of a preview image. 

Furthermore, col. 8, lines 8-52 of Bobo H disclose how different HTML files arc 
generated and downloaded to display both a message list and the individual messages 
referenced m the list m addition. Figs. 4A and 4B, and the accompanying disclosure at 
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col 9 line 38 to col. 10, line 45 (**. in particular, the discussion of blocks 112, 120, 130 
and 150), disclose that embedded images in a message list include links to die "files" of 
memessages. Indeed, col. ll.lines 42-43 discloses that, for each message, each page 1S 

saved as a separate file. 

The Examiner's attention is also directed to Fig. 5, and the accompanying text at 
col. 10, lines 46-65. to this passage, it is des<^ how Bobo generates image data for 
display to auser. In particular, the system apparently extracts a page from a base 
^sixrdlefileandga^sanlTIWLimag, Theimageis then "embedded with links or 
anchors to other HTML files." (col. 10, lines 59-61, emphasis added). 

The Examiner also cites col. 14, lines 1-1 5 ofBoboTI for allegedly disclosmg 
dynamic prompting. Of note, however, this passage in Bobo II is directed to a voice- 
based system where the "prompting" takes the form of a computerized voice. With all 
due respect, this passage is completely irrelevant to the claims at issue. 

Therefore, it is apparent from a reading of Bobo n that, with regard to the concept 
of embedded components, the reference discloses nothing more than conventional 
graphical HTML hypertext links, whereby embedded images may be associated with Imks 
to other HTML files such that a user may click on a displayed image to download a 
different file. However, it is important to note that these embedded images are 
themselves automatically downloaded along wim me HTML t»age within which they are 
embedded, and a user is never prompted as to whether or not those embedded images are 
to be downloaded in connection with the HTML page. The only arguable "prompting" of 
a user occurs through the display of these embedded images, which results in the retrieval 
of different HTML files, rather than of those embedded images (which have already been 

downloaded at that point). 

The only manner in which the Examiner could even attempt to argue that Bobo H 
disclosed or suggested Applicants claims would require that Applicants use of the term 
"component" covered hypertext links to separate HTML files. As discussed above, 
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however, sachaa interpretation U inconsistent both with the filebistory and thedecision 
of the Board. The Examiner should therefore be estopped from taking sueb a po^on m 
this case. 

As a result, Applicants submit that Bobo D finis to disclose or suggest any of 
Applicants' claims, which all recite at least in part the concept of dynamically prompting 
a user to select which components, among a plurality of components referenced by a file 
being downloaded, should be downloaded. All of claims 38-62 and 65-75 are therefore 
novdandnoiwAvicmsove^ 

and allowance of all of these claims are therefore respectfully requested. 

In summary, Applicants respectfully submit that all pending claims are novel and 
non-obvious over the prior art of record. Reconsideration and allowance of all pending 
claims are therefore respectfully revested. If the Examiner has any questions regardmg 
the foregoing, or which might otherwise further this case onto allowance, the Exammer 
may contact the undersigned at (513) 241-2324. Moreover, if any other cl^es or credits 
are necessary to complete this communication, please apply them to Deposit Account 



23-3000. 
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Respectfully submitted, 

Scott a. Stinebruner 
Reg. No. 38,323 

WOOD, HERRON & EVANS, L.L.P. 
2700 Carew Tower 
441 Vine Street 
Cincinnati, Ohio 45202 
Telephone: (513)241-2324 
Facsimile: (513)241-6234 
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